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REMARKS 

Claims 1-24 and 134-142 are canceled herewith. 

The Status Identifiers of claims 42, 47 and 101 have been corrected. The Examiner's 
attention to detail in this regard is appreciated. 

Claims 1-142 were objected to as including trademarks and/or trade names. 
Reconsideration and withdrawal of these objections are respectfully requested. 

A brief survey of issued patents was conducted on September 22, 2008, to determine the 

number of patents issued by the United States Patent and Trademark. Office that contained the 

) m the ikmns, and found the . 

Results of Search in US Patent Collection db for: 
ACLM/"Microsoft Windows" : 109 patents. 
Hits 1 through 50 out of 109 
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...and fully 59 more., for a total of 109 granted US patents granted between 1976 and the 
present (as recently as September 9, 2008) containing the trade mark/name "Microsoft 
Windows ." Given Hie Office's own past and continuing willingness to include this phrase in issued 
patents, it is respectfully submitted that the phrase is not indefinite. Moreover, quite apart from the 
survey evidence above, it is respectfully submitted that "Microsoft Windows®" is not indefinite 
and accurately puts the public on notice of die scope of the claims. Far from being indefinite, 
"Microsoft Windows" is both definite and limiting, as it constrains the claimed operating system to 
being a "Microsoft Windows" operating system. The Office, from the evidence presented above, is 
not averse to allowing a great many patent application ciarn- c< e phrase 'Microsoft 

Windows" and should also feel comfortable in allowing the remaining pending claims containing a 
reference to Microsoft Windows® on that basis. Reconsideration and withdrawal of the objections 
to the claims are, therefore, respectfully requested. 
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Claims 1-142 were rejected under §101 as allegedly lacking patentable utility. 
Reconsideration and withdrawal of these rejections are respectfully requested, for the following 



Section of the 706.03 of the MPEP, the USPTO's own guide foi paten! Exam iei 

addresses the issue of rejections under §101: 

706.03(a) Rejections Under 35 U.S.C. 101 [R SI - 700 Examination of 
Applications 

706.03(a) Rejections Under 35 U.S.C. 101 [R-S] 

I. SUBJECT MATTER ELIGIBILITY 

is are not granted for all new and useful inventions and discoveries. The 
subject matter of the invention oi discovery must cows within the boundaries 

, which permits patents to fi 

isei process ichin manufacture, or composition of matter, or any 
new and useful n 1 thereot 

The term "ptoce- ns ] ocess urt or method, 

and includes a new use of a known process, machine, manufacture, composition 
of matter, or material. 

05 for **>patent eligibility of living subject matter< and ' 
- dz nc : t. ■ i::tg r 0 subject mattei chatbihn in genera) 

*m have detennined the limits of tne sta tutor} classes Examples of 
subject matter not patentable under the statute follow: 

A. Printed Matter 

For example, a mere arrangement of printed matter, though seemingly a 
"manufacture." is rejected as not being within the statutory classes. See In re 
Miller, 418 F.2d 1392, 164 USPQ 46 (CCPA 1969); Ex parte Owinn, 112 
USPQ 439 (Bd. App. 1955); and In re Jones, 373 F.2d 1007, 153 USPQ 77 
(CCPA 1967). 

B. Naturally Occurring Article 

Similarly, a thing occurring in nature, which is substantially unaltered, is not a 
"manufacture." A shrimp with the head and digestr . noved is an 
example. Ex parte Grayson, 51 USPQ 413 (Bd. App. 1941). 

C. Scientific Principle 

A scientific principle, divorced horn any tangible structure, can be rejected as 
nor within the statutory classes. 0"Rei!ly v. Morse, 56 U.S. (15 How.) 
62(1854). 
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This subject matter is further limited by the Atomic Energy Act explained in 
II. UTILITY 

A rejection \ t more spec It] < 

2 per. iUial motion. A tcie:' o 
for lack of utility should not be based on grounds that the invention is frivolous, 
j policy See .Mcy FFJ»/> jfac. v. Orange Bang Inc., 

185 F.3d 1364, 1367-68, 51 USPQ2d 1700, 1702-03 (Fed. Cir. 1999) ("[Yjears 
ago courts invalidated parents on gambling devices on the ground thai they were 
immoral.... bur that is no longer die law... Congress never intended that the 
patent laws should displace the police powers of the States, meaning by that 
term those powers by which the health, good order, peace and general welfare 
of the community are promoted. ..we find no basis in section 101 to hold that 
invention! can b ruled unpatc stable foi lacl of unlit; simp!} bee ■ ; -The have 
f v < t ne it public The sfanrtos ba 5s for this 

^ec MPF^ , _J t it id „r~n,u 

rejections for lack of utility. See MPEP § 2107.0! - § 2107,03 "for legal 
precedent governing the utility requirement. 



Moreover., the Revised Interim Utility Guidelines, the USPTO's own guidelines for 

rejections of this type, available at www.uspto.aov- web ti- or.n o;u;tv.-jdf stare: 

SYNOPSIS OF APPLICATION OF THE REVISED INTERIM 
UTILITY GUIDELINES 

I ss : cation has been 

■i\ ie wed and a re search of the claimed subject matter has been 

conducted. It is also assumed that some "utility" is disclosed in the 
specification or is recognized to be well established m the art. The examiner 
should determine whether any asserted utility is specific and substantial, and 
if so, determine whether such asserted utility is credible. In detennining 
edibility f a u ler whe hei or not there currently are 

imilat or eqiri aient materials md'or procedures rvaiiabh tea tchie nig ihat 
utility. If there are, the utility is credible and no rejection under 35 U.S.C. § 
101 should be made. (Emphasis mine) 



The terms "credible utility", "specific utility" , "substantial utility" and "■credible utility" 
are also defined in litis document. These definitions are excerpted below: 



. efhiitions 

"Credible utility 1 Where an applican p 1 rtedthatan 
nventit 1 fi ion *n tot simply be H n 

by Office personnel as being "wrong". Rather, Office personnel must 
determine if die assertion of utility is credible (i.e., whether the assertion of 
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utility is believable to a person of ordinary skill in the art based on the 
totality of evidence ind rea •>iiing provided). An assertion is credible unless 
(A) the logic undeih ing the i ertion is seriously flawed, or (B) the facts 
upon which ti j i - 1 it inconsistent with the logic underlying 

cos te t refei to the reliability of the 
statement ba c and facts that are offered by the applicant to 

ipp it ertion of utility A credible utility ess from the 
standpoint of whether a parson of ordinary skill in the art would accept that 
the recited disclos i invention is urrent] available for such use Fos 
example, no ] r totit i J idered to be currently 

available He ve ei nucleic aci 1 ised probes chromosome 
markers, oj fore i ' - tcmarkei e credibility of 

in h an assertion would not be questioned although such a use mi h ■ i 
1 :• ic and substantial t e beio 

"Specific utility" - A utility that is specific to the subject matter claimed. 
This contrast id gener tihl liatv mid be applicable to the broad 
class of the invention .... 

"Substantial utility" - a utility that demies a "real world" use... 



It is rioted that the term "patentable utility", used as one of the bases for rejecting the 
claims in the outstanding Office Action, is nowhere to be found in the guidelines. Moreover, the 
Office has stated, on page 3 of the outstanding Office Action, that the claims do not ''involve in 
any way an "inventive step" and that the claimed steps "require no inventive activity". 

At the outset, it is respectfully submitted that "inventive step" is a standard utilized by 
die European Patent Office, among others, to reject claims based upon prior art, when a Novelty 
rejection cannot be made. Thus, whereas "inventive step" is a standard that may be most closely 
analogized to obviousness, it has no place in a rejection under 35 USC §101. The undersigned 
does not know what the Office means by "inventive activity", but is also of the opinion that such 
a standard i s not proper in the context of a §101 rejection. 

The appropriate standards are set forth above by the USPTO. Both in section 706.03 of 
the MPEP and in the Revised Interim Utility Guidelines, exceipted above. 
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According to Title 35, United States Code and the MPEP, patents may be granted for any 
"new and useful process, machine, manufacture, or composition of matter, or any new and useful 
improvement thereof". It is respectfully submitted that the pending herein squarely fall within 
the rubric of "new and useful process, machine, manufacture". For example, claim 25 is 

"A method for operating a gaming machine comprising the steps of: 
running an operating system loaded in the gaming machine; 
downloading at least one software module into the gaming machine; 
checking ... 

Certainly, a method of operating a gaming machine is a) a process, and b) a useful 
process., thereby placing this claim squarely within the Congressioiially-mandated purview of 
subject matter that is appropriate for patents. 

Claim 47 is a method for verifying gaining terminal software, which is also a useful 
process. Hie regulatory agencies charged with ensuring the proper operation of gaming devices 
would no doubt concur in this conclusion. 

Claims 80 and 101 are claims defining gaming machines , which is a category that is 
properly classifiable as a "machine" and, therefore, at least potentially patentable under § 101. 

The methods and machines claimed herein are not a) Printed Matter, b) Naturally 
Occurring Article, c) a Scientific Principle and d) a Perpetual Motion Machine, which again 
point to a fu dii g 1 it he cla ms define subject matter that is appropriate for patents, under the 
Office's own guidelines (see SUBJECT MATTER ELIGIBILITY above) 

Applying now the Revised Interim Utility Guidelines reproduced above yields the 
wing. It is respectfully submitted that the claimed methods and gaming machines possess 
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utility, and that the utility would be credible to a person of ordinary skill in the art. It is believed 
that the multi-billion dollar US gaining industry considers methods for operating gaining 
machines, methods foi veri ing g ng terminal software and gaming machines to be credibly 
useful, as such methods and devices drive the industry, are rooted in the technological aits and 
have far-reaching economic value and utility. 

The interim guidelines also specify That a credible utility is assessed from the standi 
of whether a person of ordinary skill in the art would accept that the recited or disclosed 
invention is currently available for such use. In the present case, the methods and gaming 
machines are, indeed, currently available for use in the gaming industry, and are not 
confabulated "inventions" such as perpetual motion machines. As such, a credible utility is 
established herewith. The claimed utility, moreover, is specific (methods for operating gaming 
machines, methods for verifying gaming terminal software and gaming machines are not 
generalized methods and devices, but a) specific and b) substantia], as required by the Interim 
rales, as the uses of the claimed embodiments are not generalized but specifically set forth and 
well understood in the "real world" of the gaming industry. 

The claims, therefore, define embodiments that are well within the Congressionally 
approved categories of inventions for which a patent may be granted. The Examiner's standards 
applied in the outstanding Office Action are not proper for a 101 rejection, as they relate more to 
European standards for art rejections. Within the context of a section 101 rejection, the 
standards applied by the Office are incorrect as a matter of law. Consequently, reconsideration 
and withdrawal of the 10 i of the claims are respectfully requested. 
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Claims 1-46, 80-100 and 135-142 were rejected as being anticipated or obvious over the 
England reference, 6,330,670. Reconsideration and withdrawal of these rejections are 
respectfully requested. 

In the Office Action, the Examiner examined only claim 1, and applied only the 
recitations of claim 1 against the [England reference. Thereafter, the Examiner states that "The 
remaining dependent claims are simply steps that a user can define in a Windows Operating 
System as far as setting restrictions goes on content mat needs to be run by a software program. 
These settings are already available to the user since it is built in to the Windows Operating 
System ... There is no novelty or inventive step in any of the stated claims". 

At the outset, it is respectfully submitted that "inventive step" is not the proper standard 
for obviousness in the United States. 

The applicant, moreover, having paid the not-insubstantial fees for extra independent and 
dependent claims, was entitled to a full and complete examination of at least all of the 
independent claims, not just claim L The Office, by paraphrasing only the recitations of claim 1 , 
has not met its initial bniden ?f pip> < ^ t i respec to ax OJ i al 1 d-i'ins v. hose t eci tat j ons differ 
materially from those of claim 1 . A full and complete examination of all claims presented is, 
therefore, respectfully requested, in a further non- final Office Action, should the Examiner 
contend that present amendment does not place the present application in condition for 
allowance. 

The England et al. reference teaches digital rights lnanagemei: 
(DRMOS). England et al. teach that the DRMOS is configured to "check itself by loading a first 
layer of the Operating Systems (the boot loader, which loads a boot block of the OS), which then 



Page | 34 



Serial No, i 0/520,831 
Atty. Docket No. CYBS5819 



checks each of the remaining components of the OS to determine whether they have been signed 
by a trusted source: 

stage process. A securely booted computer runs a imstcd 
program at startup. The trusted program loads an initial layer 
of the operating system and checks its integrity (by using a 
code signature or by other means) before allowing it to run. 
This layer will in turn load and check the succeeding layers, 
i his proceeds all tin way to loading trustes ■ led) device 
drivers, and finally the trusted applications). 

This process is further detailed in England et al. at Column 11, beginning at line 39: 

Shortly after a computer is turned on or is reset, a small 
program called a boot loadet unexecuted by the CPU (block 
301). The hoot loader loads a boot block for a particular 

I 1 1 s\ et I ■ >V ■>:'\< i ! "t J d 1 > t t N v HIOUS 

drivers and other software components necessary for the 
operating s slen h ction on the computer. The totality of ^ 
the boot block and the loaded components make up the 
identity of the operating system. 

For a DRMOS, that identity can be trusted only if the boot 
block and the loaded components ate trusted. In the embodi- 
ments described herein, all ^i-.i s r 
tr usicd source and provided with a rights manager con lo- 
cate. Art exerti x limcnJ of the rights manager 
certificate is described below in conjunction with FIG. 9, 

The operating system checks lh«j signature of a compo- 
nent before t din 303 ! ntgnature is valid 55 
(block 305), the component has not been compromised by 
someone attempting to circumvent the boot process and the 
process proceeds to check the level of trust assigned to the 
component (block 307). If the signature is no! valid (or if 
there is no signature) but the component must be loaded so 
(block 319), the operating system will not assume the 
identity of a DRMOS upon completion of the boot process 
as explained fu rthcr below. 

According to England et al., the DRMOS is configured to prevent imtrusted access to 

DRM-secured data and to "renounce" its once trusted identity (stored in an internal CPU register) if 

caused to load an unfrusted software component, as taught at Col. 12, lines 1-8: 

the boot process. If the device requi es e 
untrusted component after the boot process completes, a 
plug-and-play DRMOS must then "renounce" its trusted 
identity and terminate any executing lius'i i :p i m n 
i (block 323) bt >< U ding Tlx ; nenf Hie determina- 
intn ' ded can he 

based on asy t< n . i trail ip rameter or on instructions 
from the user of the computer, 
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England et al. teach various methods for determining whether an application can be trusted, 
and all such methods appear to rely on the DRMOS checking the signature of the software 
component against a list of trusted providers (see Col. 13, lines 19-35), by maintaining a boot log 
(see Col. 13, beginning at line 36) or by manipulating cryptographic key pairs (see Col. 13, 
beginning at line 60) and the like. 

However, nowhere do Bin gland et al. teach and/or suggest the subject matter of amended 
independent claims 25 and 80, namely: 

running an operating system loaded in the gaming machine; 

providing and installing a trusted verification driver in the gaming 
machine, the trusted verification driver being independent of the operating 
system; 

performing a verification of components of the operating system 
againsl a trusted reference using she trusted verification driver and 
preventing further operation of the gaining machine when the verification 
of the components of the operating system fails; 

downloading at least one software module into the gaming 
machine; 

checking a code signature of at least one downloaded software 
module using a the trusted verification driver, and 

authorizing execution of the downloaded software module in the 
gaming machine only if the downloaded software module is successfully 
verified by the trusted verification driver. 

r. ifi! ill) England et al do not teach or suggest providing or installing a trusted 
verification driver that is independent of the operating system and using the trusted verification 
driver to perform a verification of the operating system and to check to code signature of 
downloaded software modules or components. In England et al., the verification of the OS is 
performed... by the OS itself (!), and not by a trusted verification driver that is independent of the 

ins 21 and 80, therefore, are 
clearly antithetical to the OS-centric DRMOS model espoused by England et al 
Independent claim 47 recites, as amended: 
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47. (Original) A method for verifying gaining terminal 
software, comprising the steps of: 

installing at least one driver into the gaining machine; 

blocking execution of an operating system of the gaming machine; 

taking complete control of the gaming machine with the at least 
one driver; 

verifying a legitimacy of all software and memory content in the 
gaming machine nsing the at least one driver; 

relinquishing control of the gaming machine back to the operating 
system, and 

authorizing the gaming machine to execute only software thai h 
successfully verified. 

Amended independent claim 101 includes similar recitations. 

As characteri; ed aboi e, England et al. teach an OS-centric method for verifying gaming 
terminal software (OS and applications or other software components). That is, England et ai. 's OS 
itself check 5 itself I thix ugh 3 ph - sed OS lo iding procedure that includes a boot loader that checks 
the remaining components of the OS) and then checks any module that was loaded after the OS 
itself was loaded. Claims 47 and 101, in direct contrast recite that the driver blocks the OS of the 
gaming machine (by disabling all interrupts, for example - see claims 49, 51 and 103, 105). 
Thereafter, the driver takes complete control of the gaming machine and verifies the legitimacy of 
all software and memory conte r \ t e a jch ne before relinquishing control of the gaming 

machine back to the operating system and authorizing execution of successfully verified software. 

Moreover, independent claims 1 and 134 require that the provided driver cany out security 
verifications independently of the operating system and to take full control of the gaming machine, 
which is plainly antithetical to the OS -centric DRMOS of England et al. Such steps and 
functionality is also believed to be contrary to England et al, which teaches that the operating 
system itself maintains logs of trusted providers and checks itself through a boot loader process. 
England does not teach and/or suggest a) blocking execution of an operating system of a gaming 



Page | 37 



Serial No, i 0/520,831 
Atty. Docket No. CYBS5819 



machine; b) taking complete control of the gaming machine with the at least one driver; c) 
verifying a legitimacy of all software and memory content in the gaining machine using the at least 
one driver; or c) re control of the gaming machine back to the operating system, as 

claimed herein. Failing such teachings, it is respectfully submitted that the 102(b)/103(a) rejections 
be reconsidered and withdrawn. The same is, tlierefore, respectfully requested. 

Applicants' attorney believes that all claims are allowable as incorporating allowable 
subject matter and that the present application is now in condition for an early allowance and 
passage to issue. If any unresolved issues remain, the Examiner is respectfully invited to contact the 
undersigned attorney of record at the telephone number indicated below, and whatever is required 
will be done at once. 



YOUNG LAW FIRM, P C. 
4370 Alpine Rd., Ste. 106 
Portola Valley, CA 94028 
Tel.: (650) 851-7210 
Fax: (650) 851-7232 



Respectfully submitted, 



Date: October 21. 2008 




Alan W. Young 
Attorney for Applicants 
Registration No. 37,970 
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